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Mail Stop AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

In response to the Final Office Action mailed May 13, 2010 (hereinafter "Final Action") in 
the above-referenced application, Appellants hereby request review of the Final Action for at least 
the reasons set forth herein. This request, which is being filed concurrently with a Notice of 
Appeal, has a total of 5 pages. 

It is believed that no extensions of time or other fees are due beyond those otherwise 
provided for in documents accompanying this paper. However, if additional extensions of time or 
other fees are determined to be due, the Director is authorized to charge the same to our Deposit 
Account No. 033975 (Ref. No. 080839-0380626). 

Rejection Under 35 U.S.C. § 103 

The Examiner has rejected claims 1, 3-6, 8-9, 12-24, 26-28, 30-38, 40-42, 44-45, 48, and 55- 
56 under 35 U.S.C. § 103 as allegedly being unpatentable over U.S. Patent No. 6,547,136 to 
Sansone ("Sansone") in view of U.S. Patent No. 6,527,178 to Gordon et al. ("Gordon") and U.S. 
Patent No. 6,005,945 to Whitehouse ("Whitehouse"). 1 In addition, the Examiner has rejected claim 
29 under 35 U.S.C. § 103 as allegedly being unpatentable over Sansone in view of Gordon, 
Whitehouse, and U.S. Patent No. 5,008,827 to Sansone et al. ("Sansone et al."). These rejections 
are improper and must be withdrawn for at least the following reasons. 2 



1 The rejection heading incorrectly identifies Gordon as U.S. Patent No. 6,527,128 and erroneously omits claim 48. 

2 Appellants note that the rejection of claim 29 will not be addressed in substantial detail herein solely to expedite the 
Pre-Appeal Brief Review, as the rejection of claim 29 must fail at least because the rejection of independent claim 28, 
from which claim 29 depends, is improper. Nonetheless, Appellants note that the rejection of claim 29 is improper for 
additional reasons, and Appellants expressly reserve the right to present arguments addressing such reasons to the 
extent that this application eventually proceeds to the Board of Patent Appeals and Interferences. 
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A. The Examiner has Failed to Treat Claims 35 and 45 on the Merits 

At the outset, Appellants note that although the Examiner has indicated that claims 35 and 
45 are rejected as allegedly being unpatentable over Sansone, Gordon, and Whitehouse (Final 
Action, page 2), the Examiner has not included any discussion of the alleged basis for the rejection 
with respect to claim 35 and 45. See Final Action, pages 3-35. Accordingly, the rejection is 
improper and must be withdrawn at least with respect to claims 35 and 45 because the Examiner 
has failed to provide any rationale for alleging that Sansone, Gordon, or Whitehouse, either alone 
or in combination, disclose, teach, or suggest the features recited therein. 

B. Sansone. Gordon, and Whitehouse Fail to Disclose. Teach, or Suggest Each 
and Every Feature Recited in the Independent Claims 

More particularly, Sansone, Gordon, and Whitehouse, either alone or in combination, fail to 
disclose, teach, or suggest retrieving information that "includes the delivery status associated with 
the unique tracking identifier stored for the postage purchase transaction from the database in 
response to ... a refund inquiry for the postage purchase transaction" and "refunding the postage 
purchase transaction based on the delivery status associated with the unique tracking identifier," 
as recited in independent claim 1, for example. The Examiner alleges that Sansone discloses 
retrieving information stored for a postage transaction in response to a refund inquiry for a 
postage purchase transaction and refunding the postage purchase transaction based on the 
delivery status associated with a unique tracking identifier stored for the postage purchase 
transaction. Appellants disagree with the Examiner's assessment for at least the reason that 
Sansone is unrelated to refunding a "postage purchase transaction," much less to refunding a 
postage purchase transaction based on the delivery status associated with a unique tracking 
identifier stored for the postage purchase transaction. 

Rather, Sansone generally relates to providing a "Merchandise Return Label" with postage 
that a seller of goods pre-pays, whereby a buyer can return the goods to the seller in a mail piece 
carrying the "Merchandise Return Label." Although the Examiner concedes that Sansone indeed 
relates to a system that enables free shipping with a return of goods, the Examiner alleges that 
Sansone nonetheless discloses a "postage purchase transaction" because the system described in 
Sansone "computes the return postage, fees and total cost that are due for returning the goods." 
However, in the scenarios described in Sansone where the Merchandise Return Label has return 
postage "paid for by the seller's postage meter" (e.g., Abstract), the buyer cannot reasonably be 
characterized as receiving a refund for a transaction that includes purchasing the "return postage" 
because the seller, not the buyer, actually purchases the postage. In other words, the buyer 
cannot receive a refund for the postage on the "Merchandise Return Label" when the buyer did 
not purchase the postage. Consequently, where Sansone describes the seller pre-paying the return 
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postage to provide the buyer with free shipping when returning goods to the seller, Sansone fails 
to disclose, teach, or suggest "refunding [the buyer for] the postage purchase transaction," as 
claimed, because the seller would be the only entity eligible to receive a refund for the transaction 
that resulted in purchasing the return postage. 

Furthermore, to the extent that Sansone describes a particular scenario where the buyer 
"may be obligated to pay the postage and fees [due for returning the goods] in accordance with an 
agreement between the buyer and the seller" (col. 7, lines 38-65), Sansone nonetheless fails to 
disclose, teach, or suggest "refunding [the buyer for] the postage purchase transaction." Rather, 
this particular scenario only appears to provide the seller with the ability to require the buyer to 
pay for the postage on the "Merchandise Return Label" that the buyer uses to return goods to the 
seller, but Sansone does not further disclose, teach, or suggest the seller refunding the buyer for 
the postage and fees purchased on the "Merchandise Return Label," much less that refunding the 
buyer for such postage and fees "based on the delivery status associated with [a] unique tracking 
identifier" stored for the postage purchase transaction. For example, Sansone only describes the 
seller refunding the buyer for returned goods, whereby an amount refunded to the buyer for the 
returned goods may be reduced by the cos ( t of the purchased postage and fees (e.g., col. 6, lines 
19-54, describing "the manner in which goods are returned" without describing any techniques for 
refunding postage and fees due on the "Merchandise Return Label" used to return the goods). In 
other words, rather Sansone only describes techniques for enabling buyers to affix the 
"Merchandise Return Label" on a container with "the goods that are going to be returned to the 
seller," whereby the buyer "will receive a refund via returned goods process" (col. 6, lines 19-54). 

Moreover, even assuming that Sansone could be characterized as describing techniques 
whereby buyers can be refunded for goods shipped in packages that bear the "Merchandise Return 
Label," Sansone does not disclose, teach, or suggest that the buyer receives the refund based on 
"based on the delivery status associated with [a] unique tracking identifier" stored for the postage 
purchase transaction. For example, the returned goods process described in Sansone includes 
determining whether "information in code 253 [on the "Merchandise Return Label"] matches the 
information sent to data base 262," wherein the seller will receive the goods in the container 
carrying the "Merchandise Return Label" if the information in the code 253 and the information 
sent to the data base 262 match. On the other hand, if the information in the code 253 and the 
information sent to the data base 262 do not match, the "container 50 will be transferred to parcel 
buffer 261 for further processing" (col. 6, lines 19-54). Thus, at best, the returned goods process 
that Sansone describes determines whether to refund the buyer based on a comparison between 
information on the "Merchandise Return Label" and information sent to a database. In other 
words, because the buyer may be ineligible to receive a refund for returned goods even if a 
container carrying the "Merchandise Return Label" was properly delivered, Sansone does not 
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disclose, teach, or suggest refunding the buyer based on the "delivery status" associated with the 
container carrying the "Merchandise Return Label." 

To clarify the above distinctions over Sansone, Appellants refer to the features that 
independent claim 1 recites to determine whether or not to issue a refund for "a postage purchase 
transaction." In particular, independent claim 1 recites, among other things, generating "a unique 
postage indicium in response to receiving a request for a postage purchase transaction, wherein 
the unique postage indicium contains a unique tracking identifier that provides a mail piece 
tracking capability within the United States Postal Service." Thus, in response to "receiving a 
refund inquiry for the postage purchase transaction," independent claim 1 further recites 
"retrieving [] information stored for the postage purchase transaction," including "the delivery 
status associated with the unique tracking identifier," and then "refunding the postage purchase 
transaction based on the delivery status associated with the unique tracking identifier." 
Furthermore, additional independent claims 15, 23, 28, 33, and 48 recite further context around 
how "refunding the postage purchase transaction" may be based on the "delivery status." 3 

Accordingly, for at least the reason that Sansone only describes refunding a buyer for 
returned goods rather than a "postage purchase transaction," Sansone does not disclose, teach, or 
suggest at least the features' that relate to "refunding the postage purchase transaction." 
Moreover, for at least the reason that Sansone only describes refunding the buyer for the returned 
goods based on a comparison between a code on a "Merchandise Return Label" and information in 
a database, wherein the comparison does not consider "the delivery status" associated with the 
information in the code on the "Merchandise Return Label," Sansone further fails to disclose, 
teach, or suggest the features that relate to "refunding the postage purchase transaction based on 
the delivery status associated with the unique tracking identifier." 

Gordon fails to cure the foregoing deficiencies of Sansone for at least the reason that the 
Examiner only relies upon Gordon as allegedly teaching generating a unique postage indicium in 
response to a requested postage purchase transaction. However, even assuming arguendo that 
the Examiner has correctly characterized Gordon (which Appellants do not concede), indexing a 
postage indicium with a serial or transaction number in and of itself does not disclose, teach, or 
suggest referencing the serial or transaction number to determine whether or not to refund a 



3 See, e.g., independent claim 15 (refunding a postage purchase transaction if the delivery status indicates that the 
USPS has not delivered a mail piece carrying a unique tracking identifier associated therewith and that a date for the 
postage transaction has the same date as another postage purchase transaction), independent claims 23, 28, and 33 
(refunding one of multiple duplicative postage purchase transactions if their respective delivery statuses indicate that 
the USPS has only delivered a mail piece carrying a unique tracking identifier associated with one of the duplicative 
postage purchase transactions), independent claim 48 (refunding a postage purchase transaction if the delivery status 
indicates that the USPS has not delivered a mail piece carrying a unique tracking identifier associated therewith and 
subsequently checking for a change in the delivery status to ensure that a subsequently delivered mail piece does not 
carry the unique tracking identifier associated with the refunded postage purchase transaction). 
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transaction in which the postage indicium was purchased, much less to determining whether or 
not to refund the transaction based on a delivery status associated with the serial or transaction 
number. For at least these reasons, Gordon fails to cure the foregoing deficiencies of Sansone. 

Whitehouse further fails to cure the foregoing deficiencies of Sansone and Gordon because 
Whitehouse does not describe refunding a postage purchase transaction based on the delivery 
status associated with "a unique tracking identifier" created in and stored for the transaction. 
Rather, Whitehouse generally describes refunding postage purchase transactions in scenarios 
where the USPS has not processed "an indicium with the date, meter number and serial number of 
the allegedly misprinted indicium" (col. 24, line 53 et seq.). However; independent claim 1 recites 
"a unique postage indicium" distinctly from "a unique tracking identifier" contained in the 
indicium. Thus, whereas independent claim 1 recites features that relate to refunding a postage 
purchase transaction based on a delivery status associated with "the unique tracking identifier," 
which provides a mail piece tracking capability in the USPS, Whitehouse describes techniques for 
refunding postage purchase transactions based on the status of the postage indicium. For at least 
these reasons, Whitehouse further fails to cure the foregoing deficiencies of Sansone and Gordon. 

Accordingly, for at least the foregoing reasons, Sansone, Gordon, and Whitehouse, either 
alone or in combination, fail to disclose, teach, or suggest each and every feature of independent 
claim 1. Independent claims 15, 23, 28, 33, and 48 include features similar to those set forth in 
independent claim 1. Claims 3-6, 8-9, 12-14, 16-22, 24, 26-27, 29-32, 34-38, 40-42, 44-45, and 55- 
56 depend from and add features to one of independent claims 1, 15, 23, 28, 33, and 48. Thus, the 
rejections of these claims are improper and must be withdrawn for at least the foregoing reasons. 

Conclusion 

If personal communication will expedite prosecution of this application, for any reason, the 
Examiner is invited to telephone the undersigned at the number provided. 

Date: August 13, 2010 Respectfully submitted, 



By: 




Syed jafar Ali 
Registration No. 58,780 



PlLLSBURY WlNTHROP SHAW PlTTMAN LLP 

P.O. Box 10500 
McLean, Virginia 22102 
Direct: 703-770-7540 
Fax: 703-770-7901 
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